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I. Introduction 
 In the United States, the dilution doctrine and the right of publicity have a great deal in com-

mon - not in their origins, but in their current application. Yet the dilution doctrine currently engen-
ders more skepticism and confusion than publicity rights. This Article inquires how these parallel 
concepts are faring outside the United States. From examining the status of these doctrines in Japan, 
continental Europe, the United Kingdom, Canada, and Australia, two conclusions emerge. First, the 
similarities between the doctrines do not lead countries to adopt or reject them in tandem. Second, 
the stable and successful establishment of each doctrine in any given country depends on whether 
that doctrine has emerged as a natural evolution from the nation's legal and cultural traditions. Inco-
herent and inconsistent judicial interpretations tend to result when either doctrine is introduced by 
other mechanisms, such as global harmonization pressures or a legislative process that fails to in-
clude sufficient efforts to assess the benefits and burdens of the proposed legislation…. 

 
IV. Cousins on the Road…. 

A. Japan…. 
 Unlike many other civil law countries (notably the EU countries), Japan has adopted dilution-

type legislation that protects both registered and unregistered marks. Article 4-1(19) of the registra-
tion provisions in Japan's Trademark Act bars registration of a mark that is similar to another per-
son's well-known mark if it is used for "the purpose of gaining unfair profits, the purpose of causing 
damage to the other person, or any other unfair purposes." n41 

This language was added to Article 4-1 in 1996 n42 in response to "the increased demand for 
clarification of the protection of well-known and famous trademarks," n43 in an attempt to "prevent 
the use of trademarks that are widely known in Japan or other countries with unfair intent." n44 The 
statutory language implies that the prohibition applies only when the applicant has unfair intent. The 
intent  [*650]  requirement is consistent with pre-1996 case law in which Japanese courts resorted 
to concepts such as plagiarism and trademark abuse to deny the benefits of registration to parties 
that deliberately imitated famous marks. n45 

The Trademark Examination Manual of the Japan Patent Office (JPO) leaves little doubt that 
this bar to registration reflects dilution principles: 

 
Well-known and famous trademarks, which have become widely known and have 
gained a high reputation, credit and popularity among consumers as a result of the 
company's long, hard efforts and a considerable amount of advertising costs, can be 



 

 

considered to possess sufficient capability to attract consumers and to have worthy 
property values themselves. 

  
The use of such well-known and famous trademarks by a third party may not neces-
sarily cause confusion over the source of goods etc., but it may weaken the source-
indicating function or harm the reputation of these well-known and famous trade-
marks. Therefore, it is necessary to sufficiently protect these trademarks from illicit 
use, bearing in mind such purposes. n46 

  
 The Trademark Examination Manual thus interprets Article 4-1(19) as incorporating both blurring 
and tarnishment concepts. Article 4-1(19) is designed to preclude registration of a trademark identi-
cal or similar to one that is "famous nationwide" because, even though the second registration "may 
not necessarily cause confusion of the source of goods, etc.," it "may weaken the source-indicating 
function or harm the reputation of the said famous trademark." n47 The Manual also confirms that 
the bar to registration applies only where the applicant has "unfair intent," and not where the simi-
larity of the marks arises "by chance." n48 However, where the marks are very similar and the well-
known mark is unusual (e.g., a coined word) the JPO trademark examiner is permitted to presume 
the existence of unfair intent. n49 

Similarly, the JPO's Trademark Examination Guidelines provide that Article 4-1(19) bar regis-
tration of: 
 

A trademark identical with or similar to a trademark well known throughout Japan, 
for which an application has been filed with an intention to dilute the distinctiveness 
of the well-known trademark to indicate the source of goods or impair the reputation, 
etc. of the trademark owner, however the trademark of that application per se is not 
liable to cause confusion over the source of the goods. n50 

  
 Accordingly, registration of a trademark is barred only if the dilution or impairment of reputation is 
intentional. 

The Guidelines also note that, in determining whether a mark is used for "unfair purposes," the 
examiner should consider "materials showing that a trademark, if used by its applicant, is liable to 
impair credit, reputation, consumers-attractiveness built up in a well-known trademark." n51 This 
language suggests that the examiner should be concerned only with trademark uses that have a tar-
nishing effect, rather than uses which merely undermine the distinctiveness of the well-known mark 
or which "free-ride" on the notoriety and favorable associations of the mark. In contrast, the Manual 
suggests that both blurring and tarnishment are grounds for refusing registration. n52 Despite their 
differences, both the Manual and the Guidelines clearly interpret Article 4-1(19) as precluding reg-
istration only where the applicant has some kind of predatory intent. Finally, while neither the Man-
ual nor the Guidelines suggest that registration should be denied based on free riding alone without 
proof of a tarnishing or a blurring effect, the statutory reference to "gaining unfair profits" n53 ap-
pears to support this additional ground for denial. 

Article 2-1 of Japan's 1993 Unfair Competition Prevention Act provides a cause of action for the 
trademark owner against: 
 



 

 

(1) acts of creating confusion with another person's goods or business by using an 
indication of goods or business (which means a name, trade name, trademark, mark, 
or container or package of goods used in relation to a person's business, or any other 
indication of a person's goods or business; the same shall apply hereinafter) that is 
identical or similar to said person's indication of  [*652]  goods or business that is 
well known among consumers or other purchasers ... ; 
  
(2) acts of using as one's own an indication of goods or business that is identical or 
similar to another person's famous indication of goods or business... . n54 

  
 When these two subsections of Article 2-1 are compared, it seems clear that subsection (2) is the 
only one that could be characterized as a dilution provision, because it makes no reference to a like-
lihood of confusion. It also differs from subsection (1) in that it refers to "famous," as opposed to 
merely "well known" marks, although it is not altogether clear how Japanese courts are to distin-
guish between these categories. n55 

In Professor Port's recent study of Japanese dilution law, he notes that the legislative history of 
the 1993 unfair competition amendments specifically indicates that they were intended to prevent 
"free riding." n56 This same passage in the legislative history however, goes on to suggest that, as a 
result of free riding, "consumers might become confused that this newcomer is the same as the 
company that endeavored to obtain high trust and repute." n57 It is not clear whether this means that 
consumers will believe that the goods or services are from the same company, or merely that they 
are the same in their characteristics and quality. Additionally, in spite of referencing confusion, the 
report elsewhere states that a dilution claim should not depend on consumer confusion. n58 

The creation of a dilution cause of action in Japan was not a pure "top down" phenomenon. 
Prior the 1993 amendments, Japanese  [*653]  courts often, in the case of identical marks, presumed 
confusion even where confusion was unlikely, in an effort to protect marks from free riding. n59 
This practice suggests that, even before the dilution provisions were enacted, such free-riding was 
inconsistent with the Japanese judiciary's fundamental sense of commercial morality. Nonetheless, 
as discussed below, the judiciary's interpretation of the 1993 amendments suggests that the courts 
are confused about the difference between dilution and traditional confusion-based doctrines. 

Despite the Japanese courts' past willingness to find confusion even where it is unlikely, Profes-
sor Port has noted that very few dilution-type claims have been brought under the unfair competi-
tion statute. n60 Of the cases he reports, one involving product design trade dress is analyzed under 
Article 2-1(1) - the confusion provision - rather than Article 2-1(2). n61 The Tokyo High Court re-
jected the dilution claim, reasoning that if there had been dilution then the plaintiff's product design 
would have ceased to be famous and would have lost its ability to function as an origin indicator. 
n62 By requiring proof of actual blurring, this reasoning overlooked the "free rider" aspect of dilu-
tion which, it appears, Article 2-1(2) was intended to encompass. This supports one of the hypothe-
ses posed by Professor Long in her study of FTDA cases - that judges are reluctant to extend dilu-
tion protection to unconventional marks such as product design. n63 

A second case under Japan's unfair competition statute involved an entertainer who adopted a 
stage name very similar to a company's well-known mark. n64 The Tokyo District Court analyzed 
the claim under Article 2-1(1), finding that the defendant's name caused confusion. n65 This time, 



 

 

Professor Port notes, the court condemned the defendant's action as free-riding, thus using a dilution 
concept to justify a finding of confusion. n66 

Professor Port also reports a Tokyo District Court decision holding that the name VOGUE for a 
fashion magazine was well-known but not famous, and therefore was not eligible for dilution  
[*654]  protection under Article 2-1(2). n67 Nonetheless, with no explanation, the court held that 
the use of a similar name for a condominium was actionable under Article 2-1(1) on the grounds of 
confusion. n68 Yet confusion between the name of a magazine and the name of a condominium 
seems very unlikely. 

In reflecting on these rulings, Professor Port suggests that "Japanese judges have an inherent 
distrust of the notion of dilution," and that, despite or perhaps because of the apparently broad man-
date of Article 2-1(2), "Japanese judges seem reluctant to apply the language as written and, instead, 
seek other options to attempt to confine the expansion of the trademark right." n69 Professor Port 
concludes that "the confused status of Japanese trademark dilution law indicates a judiciary at odds 
with the legislature," and that the courts are attempting "to rein in a right the judiciary sees as incon-
sistent with the purposes of trademark protection in Japan." n70 If Professor Port is correct, then it 
appears that the Japanese judiciary is engaging in the same kind of bottom-up attempt to rein in di-
lution laws that Professor Long has observed in the United States courts. 

The judiciary's discomfort with Article 2-1(2) is somewhat surprising since, prior to 1993, the 
Japanese courts were willing to find confusion even where true confusion was unlikely. n71 The 
courts protected trademarks from free riding by employing the concept of "confusion in the broad 
sense." n72 Apparently the Japanese courts were willing, on their own initiative, to extend their tra-
ditional legal and ethical concepts (confusion and fairness) to protect trademarks against uses which 
violated the courts' innate sense of business morality. But the legislative importation of a foreign 
legal concept designed to remedy those same perceived abuses has been less successful. Ironically, 
the legislative history of Article 2-1(2) indicates that, as of 1992, the Japanese courts had begun to 
have second thoughts about their practice of presuming confusion in order to provide a remedy 
against free riding. n73 This may offer a partial explanation of the courts' difficulty in enforcing the 
new regime. If judicial attitudes  [*655]  toward free riding were already in a state of flux, the courts 
may be uncertain about whether, and to what extent, the new law was intended to alter their past 
practice. 

The bumpy ride experienced by dilution law in the Japanese courts is ironic for another reason 
as well. Japan has expressed a desire to strengthen the dilution laws of other countries, particularly 
in Asia, in order to reduce "free riding on the house marks of Japan's well known companies." n74 
Toward this end, Japan's Industrial Property Council has supported global harmonization efforts, 
such as the WIPO Joint Recommendation and a revision of TRIPS which would require WTO coun-
tries to adopt dilution laws. n75…. 

 
B. Continental Europe…. 

  
1. Dilution 

  
 The 1988 Trade Mark Harmonization Directive requires EU members to bar registration of marks 
that dilute Community Trademarks, n87 but merely permits them to bar registration of marks that 



 

 

dilute marks registered in their national systems. n88 These similarly-worded provisions apply 
"where the use of the later trade mark without due cause would take unfair advantage of, or be  
[*657]  detrimental to, the distinctive character or the repute of the earlier trade mark." n89 

The Directive also permits, but does not require, members to recognize a civil cause of action 
for dilution: 

 
Any Member State may also provide that the proprietor shall be entitled to prevent 
all third parties not having his consent from using in the course of trade any sign 
which is identical with, or similar to, the trade mark in relation to goods or services 
which are not similar to those for which the trade mark is registered, where the latter 
has a reputation in the Member State and where use of that sign without due cause 
takes unfair advantage of, or is detrimental to, the distinctive character or the repute 
of the trade mark. n90 

  
 The pre-2004 members of the European Union have all adopted dilution provisions that conform to 
the Directive, n91 some with minor variations in wording. Little controversy or public debate seems 
to have accompanied their adoption, most likely because, as discussed below, dilution concepts 
were already established to varying degrees in the domestic laws of much of continental Europe. 

Even before the Directive, dilution law was already established in Germany (where it is said to 
have originated in the 1925 Odol mouthwash case) n92, the Benelux countries n93 (whose domestic 
law served as the model for the Harmonization Directive), n94 and, to a lesser degree, France. n95 
The German courts recognized dilution-type claims under the general law of unfair competition. 
n96 In the Benelux  [*658]  countries, dilution was addressed in Article 13A of the 1971 Benelux 
Trademark Act, which provided that: 

Without prejudice to the possible application of ordinary civil law in matters of civil liability, 
the proprietor of a mark may, by virtue of his exclusive right, oppose: 1) any use made of the mark 
or of a similar sign for the goods or services in respect of which the mark is registered, or for similar 
goods or services; and 2) any other use, in economic intercourse, of the mark or of a similar sign 
made without a valid reason under circumstances likely to be prejudicial to the proprietor of the 
mark." n97 

 Although France amended its trademark laws in 1992 in response to the Directive, n98 even be-
fore then a remedy was often available for dilution-type claims if they constituted "parasitic behav-
ior" giving rise to a "disloyal competition" claim under the liberally-construed tort provisions of the 
French Civil Code. n99…. 

 
C. United Kingdom…. 

 
1. Dilution 

  
 The conventional wisdom is that dilution laws originated in the British and German courts. 

n111 Although Germany was indeed an early adopter of the dilution concept, a closer look at the 
1898 British case that is often cited for the dilution concept suggests that Britain was not in fact an 



 

 

earlier adopter. The case held that the use of the  [*661]  KODAK mark on bicycles was infringing 
and reveals that, while the goods in that case (bicycles and photographic supplies) were noncompet-
ing, they were related. n112 Both were often sold in the same stores and Kodak marketed a camera 
specifically for use on bicycles. n113 The court's holding was based on a liberal view of consumer 
confusion as to sponsorship or affiliation n114 rather than on a novel theory of infringement. As 
discussed below, even after the United Kingdom formally adopted a dilution statute in 1994, many 
courts seemed reluctant to abandon the requirement of confusion. n115 

Like the other pre-2004 members of the European Union, the United Kingdom has adopted a di-
lution law that tracks the language recommended by the 1988 Trade Mark Harmonization Directive. 
n116 Initially, some British courts refused to interpret these provisions in a way that dispensed with 
the traditional confusion requirement. n117 Later decisions acknowledged that confusion was no 
longer required, n118 but expressed varying degrees of uncertainty as to the other requirements of 
section 10(3). n119 

 [*662]  After a string of ECJ precedents that interpreted the corresponding provision of the 
Trade Mark Harmonization Directive, n120 British courts began to apply section 10(3) more liber-
ally, but continued to express uncertainty as to its scope. In Miss World Ltd. v. Channel 4 Televi-
sion Corp., n121 the High Court enjoined a television station from using the term "Mr. Miss World" 
in promoting the broadcast of a transsexual beauty pageant, even in the absence of a likelihood of 
confusion. The High Court held that the "Mr. Miss World" mark would violate section 10(3) by tak-
ing "unfair advantage" of the reputation of the "Miss World" mark. n122 In L'Oreal SA v. Bellevue 
NV, n123 the High Court went even further, finding infringement under section 10(3) where the 
maker of a series of "smell-alike" perfumes gave vendors comparison lists identifying the brand 
name fragrance that each of its products was imitating. n124 This usage was not confusing, and 
would have been considered truthful comparative advertising, and thus non-infringing, under United 
States trademark laws. n125 The Court of Appeal of England and Wales expressed concern about 
the ramifications of the High Court's holding. n126 Agreeing that the defendant's use was noncon-
fusing but was designed to capitalize on the repute of the brand name fragrances,  [*663]  Justice 
Jacob expressed difficulty "deciding where to draw the line between permissible and impermissible 
"free riding.'" n127 Justice Jacob noted that "you can only have effective comparative advertising 
where the advertiser is in some sense "free riding' on the goodwill of the target mark." n128 He was 
also uncertain as to the scope of "due cause" with respect to the comparison lists, because "realisti-
cally, you cannot sell a replica fragrance - a lawful product - without such a list." n129 Finally, with 
regard to the term "unfair advantage" in section 10(3) of the Trademark Law, as well as Article 5(2) 
of the Harmonization Directive, he expressed concern that some courts in the European Union were 
treating as unfair every advantage gained through the use of another's trademark, without allowing 
for the possibility that a particular use might in some cases confer a fair advantage. n130 To obtain 
clarification on the application of section 10(3) to truthful comparative advertising, the court re-
ferred all of its questions to the ECJ. n131 

 [*664]  The cautionary note sounded by Justice Jacob's opinion in L'Oreal could signal a desire 
to "put the brakes on" the trend toward  [*665]  expansive interpretations of section 10(3). Although 
not mentioned by Justice Jacob, another recent decision of the High Court may add fuel to such 
concerns. In Julias Samann Ltd. v. Tetrosyl Ltd., n132 the High Court used section 10(3) to effec-
tively give one party a monopoly over the market for air fresheners shaped like Christmas trees: 
 



 

 

There is a real probability that members of the public seeing the Christmas Tree 
product will think that it is another product in the Magic Tree range or a Christmas 
version of the Tree products. In my judgment the evidence and comparison of the 
marks and sign establish that the average consumer will make a link between the 
sign and the Tree marks and that this will inevitably damage the distinctiveness of 
the Tree marks. Their capacity to denote the products of the claimants exclusively 
will be diminished. n133 

  
 The pendulum which initially rejected the dilution concept in Baywatch may have swung too far in 
the opposite direction in Julias Samann. Judicial treatment of dilution claims in the United Kingdom 
has yet to settle into a consistent pattern. 

 

D. Canada…. 
  
 In Canada, a dilution statute has been on the books since 1953, n158 but has seen little use. The 
statute, which is now section 22 of the 1985 Trade Marks Act, prohibits unauthorized uses of regis-
tered marks that are "likely to have the effect of depreciating the value of the goodwill attaching 
thereto." Although the history of section 22 suggests that it was intended to replicate the concept of 
dilution as it  [*669]  had evolved in the United States at that time, n159 54 years after the enact-
ment of this provision, courts still have not determined what it means to depreciate the value of 
goodwill. This is not surprising, because section 22 offers little guidance to assist the courts. That 
this omission was deliberate is evidenced by comments from the Chair of the Trade Mark Law Re-
vision Committee that recommended the legislation: 

The intention of the Act of 1953 is to accord to the court very broad powers of discretion in 
deciding questions of infringement. Any conduct likely to have the effect of depreciating the 
goodwill attaching to a trademark is a matter left entirely to the discretion of the court and the Act 
of 1953 quite properly prescribes no rules for the exercise of the discretion. The answer will depend 
upon the facts of each case and the breadth of view brought to bear on modern commercial 
questions by any judge called to interpret the section. n160 

 The Canadian courts thus found themselves invested with virtually unbounded authority to es-
tablish rules for a new cause of action that had no foundation in the common law. The result, not 
surprisingly, has been a curious mixture of confusion, literalism, and paralysis. 

The first case applying section 22, the 1968 Clairol case, n161 interpreted it as preventing truth-
ful comparative advertising. The court strangely limited the statute's application by holding that it 
applied to comparative information on the product's packaging but not to comparative information 
in promotional brochures. n162 A 1985 case applying Clairol held that section 22 was violated 
where a defendant referenced the plaintiff's product in a non-disparaging way simply by showing 
that the competing products were compatible and similar; n163 oddly, the defendants did not even 
contest this interpretation. n164 

 [*670]  Canadian courts have been highly inconsistent in applying section 22 to parodies in ad-
vertising, n165 holding in 1983 that the PERRIER mark was depreciated by a "Pierre Eh!" label 
parodying Prime Minister Pierre Trudeau, n166 but rejecting a claim that SEXUAL PURSUIT de-
preciated TRIVIAL PURSUIT (despite finding a likelihood of confusion in the latter case). n167 



 

 

Nor have the courts clarified whether section 22 applies to blurring or free-riding. The Canadian 
Supreme Court's 2006 decision in the Veuve Clicquot case tells us only that "a mental association of 
the two marks does not, under section 22, necessarily give rise to a likelihood of depreciation." 
n168 

Viewed together, these cases suggest that Canadian courts interpret "depreciation" as an espe-
cially broad form of tarnishment, by applying section 22 to uses that may reflect negatively on the 
mark. For example, comparative advertising is truthful and beneficial to consumers, but can "depre-
ciate" the mark by suggesting that another maker's product may be equal or superior. The Canadian 
courts have not applied section 22 to uses which merely blur the distinctiveness of a mark or free-
ride on its ability to attract consumers. Indeed, the correctness of this narrow view was asserted by 
Justice Thurlow in Clairol: 

 
As I see it goodwill has value only to the extent of the advantage of the reputation 
and connection which its owner enjoys and whatever reduces that advantage reduces 
the value of it. Depreciation of that value in my opinion occurs whether it arises 
through reduction of the esteem in which the mark itself is held or through the direct 
persuasion and enticing of customers who could otherwise be expected to buy or 
continue to buy goods bearing the trade mark. It does not, however, as I see it, arise, 
as submitted by Mr. Henderson, from danger of loss of exclusive rights as a result of 
use by others as this in my view represents possible loss of exclusive rights in the 
trade mark itself rather than reduction of the goodwill attaching to it. n169 

  
 Given the paucity of case law applying section 22, its meaning is unlikely to be clarified in the near 
future. As Professor Welkowitz has noted, section 22 cases often fail to move forward, because the  
[*671]  plaintiffs frequently fail to meet the Canadian courts' demanding standard for preliminary 
injunctions. n170 This standard has the effect of weeding out many section 22 claims, thus enabling 
the Canadian courts to minimize the impact of section 22 without engaging in the type of substan-
tive judicial activism that might otherwise be needed to restrict the scope of the statute….. 

 
E. Australia…. 

  
1. Dilution 

  
 Australian trademark law contains no explicit dilution provisions and Australia is not a party to any 
international agreement requiring dilution protection. Indeed, unlike many of the United States' 
other recent bilateral trade agreements, n190 the 2004 U.S.-Australia Free Trade Agreement con-
tains no dilution provisions. n191 

Australia's close neighbor New Zealand enacted a dilution law for well-known marks in its 
Trademarks Act of 2002, closely tracking the language of the EU Trade Mark Harmonization Direc-
tive. n192  [*674]  However, unlike the dilution statutes of New Zealand and the EU countries, 
Australia's trademark statute omits the crucial language referring to unfair advantage or detriment. 
Until 1995, Australia provided an infringement cause of action only where a mark was used on 
similar or related goods. n193 Section 120(3) of Australia's Trademarks Act of 1995 now satisfies 



 

 

Article 16(3) of TRIPS with respect to registered well-known marks, but it still requires the trade-
mark owner to show that the defendant's use of the mark on unrelated goods suggests "a connec-
tion" between the defendant's goods and the owner of the registered mark: 

 A person infringes a registered trade mark if: 
  
(a) the trade mark is well known in Australia; and 
  
(b) the person uses as a trade mark a sign that is substantially identical with, or de-
ceptively similar to, the trade mark in relation to: 
  

(i) goods (unrelated goods) that are not of the same description as that of the 
goods in respect of which the trade mark is registered (registered goods) or 
are not closely related to services in respect of which the trade mark is regis-
tered (registered services); or 
  
(ii) services (unrelated services) that are not of the same description as that of 
the registered services or are not closely related to registered goods; and 

  
 (c) because the trade mark is well known, the sign would be likely to be taken as in-
dicating a connection between the unrelated goods or services and the registered 
owner of the trade mark; and 
  
(d) for that reason, the interests of the registered owner are likely to be adversely af-
fected. n194 

  
  [*675]  There is little case law applying section 120(3). n195 This has not stopped some commen-
tators from suggesting that the provision is already broad enough to protect well-known marks 
against dilution. n196 Although a 2000 decision by the Australian High Court suggested, obliquely 
and in dictum, that section 120(3) might protect a mark from ""dilution' of its distinctive qualities or 
of its value to the owner," n197 no case has interpreted section 120(3) so broadly. n198 The adop-
tion of the statutory phrase "indicating a connection," in contrast to taking "unfair advantage of" or 
causing "detriment to" the value of mark, suggests that, at least for now, a plaintiff seeking relief 
under section 120(3) must show a likelihood of confusion or deception as to origin, endorsement, or 
association. 

Like many other countries, Australia defines infringement of a registered mark to include the 
use of that mark on goods or services which are the same as, similar to, or closely related to, the 
goods or services for which the mark is registered. n199 In the case of identical goods or services, a 
likelihood of confusion is presumed. n200 Where the goods or services are merely similar or closely 
related, however, there  [*676]  must be a likelihood of deception or confusion. n201 Moreover, 
trademark infringement under several other provisions of Australian law requires that the marks be 
"substantially identical" or "deceptively similar," the same terms that are used in section 120(3). 
Case law interpreting this language in the other provisions of Australia's trademark law has con-
strued these terms narrowly; n202 interpretations under section 120(3) are likely to conform to this 
practice. Thus, even if the phrase "indicating a connection" in section 120(3) is construed broadly 
enough to apply to blurring, tarnishment, or free riding, this application might in practice be limited 



 

 

to marks that are virtually identical, which would limit the potential reach of any dilution protection 
arising under the current statute. 

Will the forays of New Zealand and the United Kingdom into dilution law persuade Australia to 
follow suit? Despite Australia's close connections with these countries and with the United States, 
there seems little likelihood that Australia will amend its trademark laws to add a dilution provision 
in the near future. Although Australia's Advisory Council on Intellectual Property (ACIP) has rec-
ommended further study of the issue, n203 it reports receiving widely varying submissions on the 
need for such legislation, n204 and the International Trademark Association (INTA) reports that 
there has been little advocacy for dilution laws within Australia. n205 The dearth of cases litigated 
thus far under section 120(3) suggests that it would be premature at present for Australia to consider 
any further expansion of the protection for well-known marks. 

 [*677]  In its 2002 submission to the ACIP, the Intellectual Property Research Institute of Aus-
tralia (IPRIA) cautioned against adoption of dilution provisions without conducting a broad review 
of: 

  
(a) "Whether the theory that protection against dilution leads to benefits for consum-
ers and innovation is borne out in practice," and 
  
(b) "Whether the costs of protection against dilution are worth the benefits." n206 
  

 Such searching reviews have been noticeably absent in most of the countries that have adopted di-
lution laws. This failure to legitimize almost certainly contributes to the confusion experienced by 
their judiciaries in attempting to interpret and apply those laws. If Australia adopts a dilution law, as 
a result of international pressures rather than domestic policy analysis, the absence of a legitimizing 
domestic foundation may lead Australia's courts to experience the same dissonance they have ob-
served in their foreign counterparts…. 
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